
 

 

What We've Learned From 9 Months Of Inter Partes 

Reviews 

Law360, New York (July 09, 2013, 12:57 PM ET) -- Bold predictions that inter partes review 

would change the face of patent litigation forever appear to be coming true. Just nine months 

after the first inter partes review was filed, on Sept. 16, 2012, almost 300 petitions seeking IPR 

have been filed. While the U.S. Patent and Trademark office promulgated detailed rules, and 

even a trial practice guide, as Einstein said, “[t]he only source of knowledge is experience.” 

 

So, what has three quarters of a year of experience taught us? IPR has been accepted by the 

patent community — we are on pace for more than 400 petitions in fiscal year 2013 (compared 

to 374 inter partes re-examinations filed in FY 2011 and 530 filed in FY 2012). But, why has this 

acceptance occurred so quickly? The numbers below tell the story, but as a general matter — the 

procedure is working for its intended purpose. That is, IPR has been patent challenger-friendly, 

and has become an effective, efficient, lower-cost option than district court litigation to challenge 

the validity of a patent. 

 

The Patents 
 

The oldest patent challenged was 17 years, four months and 14 days old, and newest patent 

challenged was just 16 days old. All of the challenged patents but two[1] have been utility 

patents. On average, the challenged patent has 32 claims. Eighty-one percent of the challenged 

patents were in litigation with the petitioner. Only 15 percent of the patents were not in any 

litigation at all at the time the petition was filed. About 16 percent of the patents had been, or 

were in re-examination. 

 

The Petitions 
 

The number of claims challenged in a petition ranges from a minimum of one to a maximum of 

84, averaging 16 challenged claims per petition, or about 49 percent of the claims in the 

challenged patent. (A petitioner should only challenge the claims it needs to invalidate, because 

each claim challenged is an opportunity for the patentee to present an amended claim). The 

number of grounds raised in a petition has ranged from as few as 2[2] to as many as 526,[3] 

averaging about 62 grounds per petition. The Patent Trial and Appeal Board has been critical of 

cumulative grounds, so a Petitioner should justify multiple grounds, making sure that the 

difference is readily apparent. If not, the Board will just deny the extraneous grounds as 

duplicative. 

 

On average, 30 percent of the grounds are based upon novelty and 70 percent of the grounds are 

based upon obvious. While 98 percent of petitions raise obviousness grounds, only 22 percent of 

petitions address the level of skill in the art. Petitions that identify the level or ordinary skill in 

the art have a slightly better chance for success on 103 grounds than those that do not (38 percent 

vs. 32 percent). Surprisingly, identifying the level of ordinary skill in the art improves the 

chances for success on 102 grounds versus those that do not (66 percent vs. 49 percent). 

 



 

 

Thirty-five percent of the petitions rely only on newly cited art, while 65 percent of petitions rely 

at least in part on previously cited art. It seems to make no difference whether the art is old or 

new for 102 grounds (52 percent vs. 49 percent), while relying exclusively on new art improves 

the chances for 103 grounds (44 percent to 31 percent). Sixty-three percent of petition are 

supported by expert testimony. 

 

An expert declaration appears to improve the chances for success for both 102 grounds (58 

percent vs. 35 percent) and 103 grounds (36 percent vs. 27 percent). Thirty-five percent of the 

petitions simply rely upon the broadest reasonable interpretation of claim terms, while 65 percent 

of petitions provide a construction of at least one term. Grounds in petitions that simply rely on 

the broadest reasonable interpretation are less successful than grounds in petitions that define at 

least some of the terms — 41 percent vs. 58 percent for 102 grounds; 26 percent vs. 37 percent 

for 103 grounds. 

 

Thirty-four petitioners could not get the job done with a single petition and filed two petitions 

against a single patent. Microsoft Corp. filed four petitions against U.S. Patent No. 6,724,403,4 

and Atrium Medical Corp. filed four petitions against U.S. Patent No. 7,785,334.[5] 

 

Patent Owner Preliminary Responses 
 

The typical patent owner preliminary response is about 37 pages long. Although the patent 

owner has the option to disclaim claims to avoid the inter partes review, no patent owner has 

availed themselves of this option. However, 13 percent of patent owners have waived their 

preliminary response altogether — a trend that seems to be growing as the board continues to 

institute trials in 90-plus percent of the cases. Preventing the petitioner from obtaining an early, 

sneak preview of arguments, ensuring the strong estoppel provisions of IPR take hold, and the 

general sense that preliminary responses are not working are among the factors playing into this 

growing trend of waiver. 

 

Decisions 
 

The PTAB has rendered a total of 96 decisions on petitions, dismissing one as incomplete, and 

rejecting seven others outright, for a petitioner success rate of 92 percent. The PTAB has 

averaged about 61 days from the patent owner’s preliminary response (or waiver) and the 

decision to institute. The PTAB has accepted 44 percent of the novelty grounds raised in 

petitions and 38 percent of the obviousness grounds. More importantly, trial is initiated on 88 

percent of the claims challenged in the petition. 

 

The PTAB has not rendered a final decision yet, so we do not know what will be the final 

success rate of petitioners. But decisions to date bode well for patent challengers. It is worth 

noting that in inter partes re-examination only 11 percent of patents survived unscathed, with 45 

percent of re-examined patents being invalidated outright, and another 44 percent of re-examined 

patents being amended. 

 

Related Court Proceedings 
 



 

 

Motions to stay have often been filed in the co-pending litigation between the parties, and when 

contested, those motions have been granted about 70 percent of the time — slightly higher than 

the 60 percent rate that stays were granted pending reexamination. Many expected a higher rate 

of stays give inter partes review’s fast time frame, and the rate may rise as the courts become 

more familiar with the procedure. 

 

Although indicating that staying co-pending re-examinations are not automatically stayed, the 

PTAB has stayed each pending re-examination relating to a patent in an inter partes review. The 

PTAB has also stayed a supplemental examination relating to a patent in an inter partes review. 

However, when asked, the PTAB has refused to stay the prosecution of related applications.[6] 

 

Other Notable Orders 
 

Motions for Additional Discovery 
 

Additional discovery in an IPR is only available “in the interests of justice.” 37 C.F.R. 

§42.51(b)(2). In Garmin International Inc. v. Cuozzo Speed Technologies LLC, IPR-2012-00001 

Paper 20, (2/142013), the PTAB provided guidance when discovery is in the interests of justice. 

In that case, as well as every other case, the board has denied additional discovery[7] (motions 

for additional discovery are still pending in several trials).[8] 

 

Motions to Amend 
 

While most of the features of inter partes review seem stacked against the patentee — one 

feature favorable to the patentee is the ability to amend the claims. Notably, however, the PTAB 

recently provided guidance about motions to amend the claims in Idle Free Systems Inc. v. 

Bergstrom Inc., IPR2012-00027, Paper 26 (6/11/2013). The guidelines provided by the board in 

this decision significantly encumber this amendment advantage. About 66 percent of the patent 

owner responses included a motion to amend the claims.[9] 

 

Motions For Rehearing 
 

A number of requests for rehearing have been filed by both petitioners and patent owners. With 

one exception, each request for rehearing has been denied. The exception came in a related set of 

three IPR cases, wherein the petitioner sought rehearing of grounds denied in the board’s 

decision to institute the IPR. The board agreed, adding the grounds to the instituted trials. See, 

e.g., Illumina Inc. v. The Trustees of Columbia Univ. in the City of New York, IPR2012-00006, 

Paper 43. 

 

Settlement 
 

A unique feature of inter partes review compared to inter partes re-examination is the ability to 

settle and withdraw the challenge. Already 10 petitions have been disposed of by settlement — 

three being dismissed after the PTAB initiated trial,[10] and seven before the PTAB’s 

decision.[11] 

 



 

 

Conclusion 
 

As in most analyses, the numbers tell the story. The above-referenced statistics (among the 100-

plus that are tracked by our firm relating to IPR proceedings) show a strong, pro-petitioner trend 

at the board … at least through the first nine months of IPR practice. 

 

--By Bryan Wheelock and Matthew Cutler, Harness Dickey & Pierce PLC 

 

Bryan Wheelock and Matthew Cutler are partners in Harness Dickey’s St. Louis office. 

 

The opinions expressed are those of the author(s) and do not necessarily reflect the views of the 

firm, its clients, or Portfolio Media Inc., or any of its or their respective affiliates. This article is 

for general information purposes and is not intended to be and should not be taken as legal 

advice. 

 

[1] IPR2013-00072 on U.S.Patent No. D617465, and IPR2013-00259 on U.S. Patent No 

D527834. 

 

[2] IPR2013-00108 and IPR2013-00271. 

 

[3] IPR2013-000067. 

 

[4] IPR2013-00292, IPR2013-00293, IPR2013-00294, and IPR2013-00294. 

 

[5] IPR2013-00186, IPR2013-00187, IPR2013-00188, and IPR2013-00189. 

 

[6] IPR2013-00028, IPR2013-00038, IPR2013-00060, IPR2013-00083, IPR2013-00084, 

IPR2013-00086, and IPR2013-00087. 

 

[7] IPR2012-00001; IPR2012-00006; IPR2012-00007; IPR2012-00026; IPR2012-00042; 

IPR2013-00011; IPR2013-00028; IPR2013-00038; IPR2013-00080; IPR2013-00081 

 

[8] IPR2013-00043; IPR2013-00044; IPR2013-00045; IPR2013-00046; IPR2013-00047; 

IPR2013-00048; IPR2013-00049; IPR2013-00050; IPR2013-00052; IPR2013-00053 

 

[9] IPR2012-00001; IPR2012-00005; IPR2012-00018; IPR2012-00019; IPR2013-00020; IPR-

2012-00023; IPR2012-00026; IPR2012-00027; IPR2013-00016; 2013-00045; 

 

[10] IPR2012-00004; IPR2-13-00021; IPR2013-00031; 

 

[11] IPR2013-00078; 10R-2013-00079; IPR2013-00108; IPR2013-00129; IPR2013-00130; 

IPR2013-00190; and IPR2013-00203  
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